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02/24/2016

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

Particle Measuring Systems, Inc.

Granted to Date
of previous ex-

02/24/2016

tension

Address 5475 Airport Boulevard
Boulder, CO 80301
UNITED STATES

Correspondence Gary B. Chapman

information Attorney of Record

LATHROP & GAGE LLP

4845 Pearl East Circle, Suite 201

Boulder, CO 80301

UNITED STATES

ipdocketing@lathropgage.com Phone:(720) 931-3000

Applicant Information

Application No

86660825 Publication date 10/27/2015

Opposition Filing
Date

02/24/2016 Opposition Peri- 02/24/2016

od Ends

Applicant

nanoView Diagnostics, Inc.
8 Saint Mary's St.

Boston, MA 02215
UNITED STATES

Goods/Services Affected by Opposition

nanoparticles

Class 009. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Scientific instrumentation for measuring

Grounds for Opposition

| Priority and likelihood of confusion

| Trademark Act section 2(d)

Mark Cited by Opposer as Basis for Opposition

U.S. Registration | 3926032 Application Date 08/04/2008

No.

Registration Date | 03/01/2011 Foreign Priority NONE
Date

Word Mark

NANOVISION TECHNOLOGY



http://estta.uspto.gov

Design Mark

NANOVISION TECHNOLOGY

Description of NONE
Mark

Goods/Services Class 009. First use: First Use: 2008/11/13 First Use In Commerce: 2010/07/06

particle counters for use in clean manufacturing and for use in measuring
particle contamination in aerosols and liquids

Attachments 77538168#TMSN.png( bytes )

Notice of Opposition to NANOVISION 86660825.PDF(150251 bytes )

Exhibit A - Opposition of NANOVISION - Opposer's U.S. Trademark Registration
N0.3926032.PDF(1158505 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Gary B. Chapman/
Name Gary B. Chapman
Date 02/24/2016




UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application Ser. No. 86/660,825: NANOVISION
Published in the Official Gazette of Oct. 27, 2015

PARTICLE MEASURING )
SYSTEMS, INC,, )
)

Opposer, ) Opposition No.
)
v. )
)
NANOVIEW DIAGNOSTICS, INC., )
)
Applicant )

NOTICE OF OPPOSITION

Particle Measuring Systems, Inc. (“Opposer”) a Colorado corporation having offices in
Boulder, Colorado, believes it will be damaged by issuance of a registration for the mark
NANOVISION to nanoView Diagnostics, Inc. (“Applicant”) shown in App. Ser. No. 86/660,825
(the “Application”) and therefor opposes the same pursuant to Section 13(a) of the Lanham
Trademark Act, 15 U.S.C. § 1063(a) and 37 C.F.R. § 2.101. The grounds for opposition are

stated below.

I, Opposer has for many years offered scientific instruments for measuring and
characterizing particles.

2 Since long before the June 12, 2015, filing date of the Application, Opposer has
continuously used various trademarks which comprise the term NANOVISION, in
commerce throughout the United States in connection with its various scientific
instruments for measuring and characterizing particles.

3. Opposer owns the U.S. trademark registration no. 3,926,032 shown below. The
registration is valid, subsisting, unrevoked and unexpired. A true and correct copy

of the registration and current printout of the trademark registration information
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from the Office’s electronic database of records showing the current status and title

of the registration is attached hereto as Exhibit A.

MARK REG. NO. REG. DATE GOODS/SERVICES
NANOVISION 3,926,032 March 1, 2011 particle counters for use in
TECHNOLOGY clean manufacturing and for

use in measuring particle
contamination in aerosols and
liquids

4, By virtue of Opposer’s extensive sales, advertising, and scientific instruments in the
nature of particle counters, Opposer has built up and Opposer now owns valuable
goodwill symbolized by its NANOVISION TECHNOLOGY mark.

5: Applicant has applied in application number 86/660,825 to register the mark
NANOVISION for goods in Class 009 described as “Scientific instrumentation for
measuring nanoparticles.” The Application was filed based on Applicant’s intent to
use the mark on June 12, 2015. The Application was published on October 27,
2015. Opposer timely filed extensions of time to oppose the Application and the
extension was granted until February 24, 2016. Accordingly, this opposition is
timely filed.

6. Applicant’s use of the NANOVISION mark shown in the Application is without
Opposer’s consent or permission.

7 Applicant’s mark so resembles Opposer’s registered NANOVISION
TECHNOLOGY mark as to be likely, when applied to Applicant’s goods identified
in Class 009, to cause confusion, mistake, or deception for purposes of Section 2(d)

of the Trademark Act, thereby resulting in damage to Opposer.

WHEREFORE, registration by Applicant of the NANOVISION trademark for the aforesaid
services would be damaging to Opposer and Opposer respectfully requests this Opposition be

sustained and that registration of the mark shown in Application number 86/660,825 to Applicant
be refused.
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Opposer submits the requisite filing fee of $300 to cover the Notice of Opposition fee in one
class. Please deduct any deficiency from, or credit any overpayment to, Deposit Account No.
120600, and address all cbrrespondence to Gary B. Chapman, Lathrop & Gage LLP, 4845 Pearl
East Circle, Suite 201, Boulder, CO 80301.

Dated: February 24, 2016 Respectfully submitted,

LATHROP & GAGE LLP

Gary B. Cﬁapman

Stephen B. Barone

4845 Pearl East Circle, Suite 201

Boulder, Colorado 80301

Telephone: (720) 931-3000

Email: gchapman@lathropgage.com
sbarone@lathropgage.com
ipdocketing@lathropgage.com

ATTORNEYS FOR OPPOSER:
Particle Measuring Systems, Inc.
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CERTIFICATE OF ELECTRONIC TRANSMISSION

I hereby certify that this NOTICE OF OPPOSITION is being electronically transmitted to
the U.S. Patent and Trademark Office on February 24, 2016, using the ESTTA system.

Gary B. Cﬁapman

CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing NOTICE OF OPPOSITION was served by
First Class U.S. Mail at the following address on February 24, 2016, such being the Applicant's
correspondence address found in the USPTO's TSDR system as of this date:

nanoView Diagnostics, Inc.
8 Saint Mary's St.
Boston, MA 02215

And, was additionally served by First Class U.S. Mail at the following address on February 24,
2016, such being the Applicant's attorney of record as reflected in the USPTO's TSDR system as
of this date:

Matthew H. Swyers

The Trademark Company
344 Maple Ave. W PMB 151
Vienna, VA 22180-5612

Py B Gl

Gary B. Chapman
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Generated on:
This page was generated by TSDR on 2016-02-24 14:12:21 EST
Mark: NANOVISION TECHNOLOGY

US Serial Number: 77538168 Application Filing Date:
Aug. 04, 2008
US Registration Number: 3926032 Registration Date:
Mar. 01, 2011
Register:
Principal
Mark Type:
Trademark
Status:
Registered. The registration date is used to determine when post-registration maintenance documents are due.
Status Date:
Mar. 01, 2011
Publication Date: Mar. 31, 2009 Notice of Allowance Date:
Jun. 23, 2009

Mark Information

Mark Literal Elements:
NANOVISION TECHNOLOGY
Standard Character Claim:
Yes. The mark consists of standard characters without claim to any particular font style, size, or color.
Mark Drawing Type:
4 - STANDARD CHARACTER MARK
Disclaimer:
"TECHNOLOGY"

Related Properties Information

International Registration
Number:

1097475

International
Application(s)
IRegistration(s) Based on
this Property:

A0026789/1097475

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

® Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.
For:
particle counters for use in clean manufacturing and for use in measuring particle contamination in aerosols and liquids
International Class(es): 009 - Primary Class U.S Class(es):
021, 023, 026, 036, 038
Class Status:
ACTIVE

Basis:

1(a)
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First Use: Nov. 13, 2008 Use in Commerce:
Jul. 06, 2010
Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No
Filed ITU: Yes Currently ITU: No Amended ITU: No
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name:
Particle Measuring Systems, Inc.
Owner Address:

5475 Airport Boulevard
Boulder, COLORADO 80301
UNITED STATES

Legal Entity Type: CORPORATION

State or Country Where

Organized:
COLORADO
Attorney/Correspondence Information
Attorney of Record
Attorney Name: GARY B. CHAPMAN Docket Number:
30-08T
Attorney Primary Email usptomail@greenwin.com Attorney Email
Address: Authorized:
No
Correspondent
Correspondent
Name/Address:
GARY B. CHAPMAN
LATHROP & GAGE LLP
4845 Pearl East Circle, Suite 201
Boulder, COLORADO 80301
UNITED STATES
Phone: 720-931-3000 Fax:

720-931-3001

Correspondent edmail: ipdocketing@lathropgage.com gchapman@lathro

pgage.com smarshall@lathropgage.com sbarone
@lathropgage.com johara@lathropgage.com

Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description z;‘::;gzgi"g
Feb. 09, 2016 TEAS CHANGE OF CORRESPONDENCE RECEIVED
Oct. 11, 2013 CERTIFICATE OF CORRECTION ISSUED 69471
Oct. 08, 2013 SEC 7 REQUEST FILED 69471
Oct. 10, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 69471
Oct. 08, 2013 TEAS SECTION 7 REQUEST RECEIVED
Mar. 01, 2011 REGISTERED-PRINCIPAL REGISTER
Jan. 27, 2011 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED
Jan. 26, 2011 LAW OFFICE REGISTRATION REVIEW COMPLETED 68658
Jan. 21, 2011 ASSIGNED TO LIE 68658
Jan. 09, 2011 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED
Dec. 20, 2010 STATEMENT OF USE PROCESSING COMPLETE 61813
Dec. 10, 2010 USE AMENDMENT FILED 61813
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Dec. 10, 2010 TEAS STATEMENT OF USE RECEIVED
Jun. 12,2010 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED
Jun. 11, 2010 EXTENSION 2 GRANTED
May 20, 2010 EXTENSION 2 FILED
Jun. 11,2010 CASE ASSIGNED TO INTENT TO USE PARALEGAL
May 20, 2010 TEAS EXTENSION RECEIVED
Dec. 07, 2009 EXTENSION 1 GRANTED
Dec. 07, 2009 EXTENSION 1 FILED
Dec. 07, 2009 TEAS EXTENSION RECEIVED
Jun, 23, 2009 NOA MAILED - SOU REQUIRED FROM APPLICANT
Mar. 31, 2009 PUBLISHED FOR OPPOSITION
Mar. 11, 2009 NOTICE OF PUBLICATION
Feb. 24, 2009 LAW OFFICE PUBLICATION REVIEW COMPLETED
Feb. 23, 2009 APPROVED FOR PUB - PRINCIPAL REGISTER
Jan. 17, 2009 TEAS/EMAIL CORRESPONDENCE ENTERED
Jan. 17, 2009 CORRESPONDENCE RECEIVED IN LAW OFFICE
Jan. 17, 2009 ASSIGNED TO LIE
Jan. 15, 2009 TEAS RESPONSE TO OFFICE ACTION RECEIVED
Nov. 24, 2008 NOTIFICATION OF NON-FINAL ACTION E-MAILED
Nov. 24, 2008 NON-FINAL ACTION E-MAILED
Nov. 24, 2008 NON-FINAL ACTION WRITTEN
Nov. 13, 2008 ASSIGNED TO EXAMINER
Aug. 08, 2008 NOTICE OF PSEUDO MARK MAILED
Aug. 07, 2008 NEW APPLICATION ENTERED IN TRAM

61813
61813
61813

98765
98765

76529

76529
76529
76529

6325
6325
76734
76734

Maintenance Filings or Post Registration Information

Change in Registration:
Yes

Correction made to
Registration:

In the statement, Column 1, line 5, "Class 20" should be deleted, and Class 9 should be inserted.

TM Staff and Location Information

TM Staff Information - None
File Location
Current Location: POST REGISTRATION Date in Location:
Nov. 18, 2013



